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REMARKS 

In the Office Action the Examiner noted that claims 1-26 are pending in the application, 
and the Examiner rejected all claims. The Examiner's rejections are traversed below, and 
reconsideration of all rejected claims is respectfully requested. 

Claim Rejections Under 35 USC §103 

In item 1 on pages 2-5 of the Office Action the Examiner rejected claims 1-3, 8-9, 11-12, 
14, 17-22, 24, and 26 under 35 U.S.C. §1 03(a) as being unpatentable over U.S. Patent No. 
6,687,348, issued to Cromer et al. (hereinafter referred to as "Cromer") in view of U.S. Patent 
No. 5,377,260, issued to Long (hereinafter referred to as "Long"). The Applicants respectfully 
traverse the Examiner's rejections of these claims. 

Claim 1 of the present application recites "a control part to compare a caller ID 
(identification) with a predetermined ID when the caller ID and a ring signal are received through 
the PSTN, to control the power-on signal generator to generate the power-on signal when the 
caller ID is identical to the predetermined ID, and to control the ring signal to be transmitted to a 
telephone when the caller ID is different from the predetermined ID." The Applicants respectfully 
submit that the cited references do not form a proper §103 rejection of at least these features of 
claim 1. 

Cromer discloses a method of determining a caller's telephone number through the use 
of caller ID, and only performing a powering up operation of a computer if the caller's telephone 
number matches one of a plurality of authorized telephone numbers (Abstract). The Examiner 
acknowledged that Cromer does not disclose controlling a ring signal to be transmitted to a 
telephone when the caller ID is different from the predetermined ID. 

The Examiner went on to state that Long teaches caller ID used to energize/de-energize 
relay coils which control telephone jacks, thereby allowing for a telephone connected to the 
telephone jacks to be selectively controlled. The Examiner then stated that it would have been 
obvious to combine the teachings of Long into the teachings of Cromer to provide a more useful 
system that only turns a PC on when the incoming caller ID matches stored telephone numbers 
and energize the relays when no match found as disclosed by Long. 

However, the Applicants respectfully submit that there is no motivation to combine the 
disclosures of Cromer and Long, and that the two references actually teach away from one 
another. "Obviousness can only be established by combining or modifiying the teachings of the 
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prior art to produce the claimed invention where there is some teaching, suggestion, or 
motivation to do so found either explicitly or implicitly in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art" (MPEP 2143.01). "The mere 
fact that references can be combined or modified does not render the resultant combination 
obvious unless the prior art also suggests the desirability of the combination." In re Mills , 916 
F.2d 680, 16 USPQ2d 1430 (Fed. Cir. 1990). 

In the case of Long, the disclosure provides a system in which an employee receiving 
calls at a business will see the caller ID information before the telephone itself is enabled to ring. 
By delaying the ringing of the phone until the employee sees the caller ID information, the 
employee is prevented from answering calls which should go to an automated answering 
process, or prevented from answering calls before customer information related to the call can 
be displayed on the employee's work station. The common denominators in these scenarios are 
that a person is always attending the system, and apparatuses performing the system (either an 
employee's work station or a computer which process the automated customer information) are 
always powered on. This is in direct contrast to the disclosure of Cromer, which enables a 
computer system to be powered-on upon identification of an authorized telephone number. 
Because the computer system would always be powered on in the Long reference, which 
teaches away from the remote powering up of a computer disclosed in Cromer, the two 
references intrinsically teach away from one another. 

Further, the situation described in the Cromer reference inherently precludes a person 
monitoring the computer, or else the computer would already be powered up. In the Long 
reference, the employee monitoring the computer is told whether or not to answer the phone 
upon evaluation of the caller ID, and therefore the system is designed for personal interaction. 
This is also in direct contrast with the disclosure of Cromer, providing further evidence that the 
two disclosures teach away from one another, rather than providing any motivation to combine 
the two. "Rejection of patent application for obviousness under 35 USC §103 must be based on 
evidence comprehended by language of that section, and search for and analysis of prior art 
includes evidence relevant to finding of whether there is teaching, motivation, or suggestion to 
select and combine references relied on as evidence of obviousness; factual inquiry whether to 
combine references must be thorough and searching, based on objective evidence of record." In 
re Lee 61 USPQ2d 1430 (CA FC 2002). Thus, as pointed out in In re Lee , the record must 
support motivation, i.e., there must be something in the record pointing out where the recited 
motivation can be found. This burden is not met by the references cited by the Examiner, which 
actually teach away from the combination of the two. 
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Therefore, the Applicants respectfully submit that there is no proper motivation existing to 
combine the references of Cromer and Long, and further that the Examiner's §1 03 rejection of 
claim 1 is not proper. Thus, the Applicants respectfully submit that claim 1 patentably 
distinguishes over the cited references. 

Claims 2-3 and 8-9 depend from claim 1 and include all of the features of that claim plus 
additional features which are not taught or suggested by the cited references. Therefore, it is 
respectfully submitted that claims 2-3 and 8-9 also patentably distinguish over the cited 
references. 

Claim 11 of the present application recites "controlling the ring signal to be transmitted to 
a telephone when the caller ID is different from the predetermined ID." Therefore, for reasons 
similar to those presented in regard to claim 1 of the present application, the Applicants 
respectfully submit that claim 1 1 also patentably distinguishes over the cited references. 

Claims 12, 14, and 17 depend from claim 11 and include all of the features of that claim 
plus additional features which are not taught or suggested by the cited references. Therefore, it 
is respectfully submitted that claims 12, 14, and 17 also patentably distinguish over the cited 
references. 

Claim 18 of the present application recites "a remote power controller to enable the 
remote electronic device or to ring the remote telephone based upon a comparison between a 
caller ID (identification) of the call from the local telephone and a predetermined ID." Therefore, 
for reasons similar to those presented in regard to claim 1 of the present application, the 
Applicants respectfully submit that claim 18 also patentably distinguishes over the cited 
references. 

Claims 19-22, 24, and 26 depend from claim 18 and include all of the features of that 
claim plus additional features which are not taught or suggested by the cited references. 
Therefore, it is respectfully submitted that claims 19-22, 24, and 26 also patentably distinguish 
over the cited references. 

In item 2 on pages 5-6 of the Office Action the Examiner rejected claims 4-7, 10, 13, 15- 
1 6, 23, and 25 under 35 U.S.C. §1 03(a) as being unpatentable over Cromer in view of Long and 
further in view of U.S. Patent No. 5,737,400, issued to Bagchi et al. (hereinafter referred to as 
"Bagchi"). The Applicants respectfully traverse the Examiner's rejections of these claims. 

As stated above, there is no proper motivation for the combination of Cromer and Long. 
Further, as Bagchi merely discloses using an off-hook detect circuit to determine whether or not 
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a telephone is off-hook to allow a user to make a voice call, Bagchi does not cure the 
deficiencies of Cromer or Long, nor does Bagchi provide the motivation lacking in Cromer and 
Long to form a proper §103 rejection. Therefore, the Applicants respectfully submit that 
independent claims 1,11, and 1 8 patentably distinguish over the cited references. 

Further, claims 4-7 and 10 depend from claim 1, claims 13 and 15-16 depend from claim 
11, and claims 23 and 25 depend from claim 18. These dependent claims include all of the 
features of the respective independent claims upon which they depend, plus additional features 
which are not taught or suggested by the cited references. Therefore, it is respectfully submitted 
that claims 4-7, 10, 13, 15-16, 23, and 25 also patentably distinguish over the cited references. 

Examiner's Response to Arguments 

On page 8 of the Office Action the Examiner discussed a "strong motivation to combine 
Cromer with Long." The Examiner stated that if the phone and data modems referred to in Long 
are always turned on, then Cromer would clearly provide an improvement of only turning on the 
PC when incoming calls are matched, thereby saving power. 

The Applicants respectfully submit that this motivation discussed by the Examiner is quite 
apparently contradicted by the disclosure of Long, in which an employee is presumably 
monitoring a computer throughout the workday, and therefore to constantly power the computer 
on and off throughout the day each time a phone call come in is not a reasonable practice. 
Further, when in Long the call is put through directly to the automated answering service (in the 
case in which the number is recognized as a customer whose order has already shipped), the 
computer performing the automated service would clearly need to be on to answer the relatively 
constant stream of calls, and not powered up individually for each call. 

The Applicants respectfully submit that this "strong motivation" discussed by the 
Examiner actually lends support to the fact that the two references indeed teach away from one 
another. All of the embodiments discussed in Cromer are workplace models for customer 
service call handling, which obviously teaches away from "saving power" by powering off and on 
of the computers which are processing the calls. 

Summary 

There being no further outstanding objections or rejections, it is submitted that the 
application is in condition for allowance. An early action to that effect is courteously solicited. 
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Finally, if there are any formal matters remaining after this response, the Examiner is 
requested to telephone the undersigned to attend to these matters. 

If there are any additional fees associated with filing of this Amendment, please charge 
the same to our Deposit Account No. 19-3935. 

Respectfully submitted, 

STAAS & HALSEY LLP 





Thomas L. Jones£/ 
Registration No. 53,908 



1201 New York Avenue, NW, Suite 700 
Washington, D.C. 20005 
Telephone: (202)434-1500 
Facsimile: (202)434-1501 
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